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Office Action Summary 



Application No. 

10/066,503 



Examiner 

RITA J. DESAI 



Applicant(s) 
MARFAT ET AL 
Art Unit 



1625 



KM A J. ucow | j-- — 

^SHORTENED STATUTORY PER.OO FOR REPLY ,S SET TO EXPIRE , MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. ^ ^^^^a^y be timely nied 

eameTpatent term adjustment. See 37 CFR 1 .704(b). 

Status 

I )□ Responsive to communication(s) filed on • 

... . clKIA i 2b)KI This action is non-final. 

Disposition of Claims 

m Claim(s) « a 7 o. M Pfi and 31-41 is/are pending in the appl.cat,on. 
4a) Of the above claim(s) is/are withdrawn from considerate. 

5) D Claim(s) is/are allowed. 

6) El Claim(s) ?5 and 31-40 is/are rejected. 

7) M Claim(s) 14.7.9-23. is/are objected to. 

8) D ciaim(s) are subject to restriction and/or election requirement. 

Application Papers 

90 The specification is objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held ,n abeyance. See 37 CFR t85(a). 
Applicant may noireq » aDDr0 ved b)D disapproved by the Examiner. 

I I )□ The proposed drawing correction filed on is. a)U approved o,u w 

If approved, corrected drawings are required in reply to this Office action. 

12)Q The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

a)0 All b)D Some*c)D None of: 

1 □ Certified copies of the priority documents have been received. 

2 □ Certified copies of the priority documents have been received in Application No. . 

□ C esof the certified copies of the " 

™t^ 

14® Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provis 

a) □ The translation of the foreign language provisional a PP Hcation has been recede d 
15) D Acknowledgment is made of a claim for domestic pnonty under 35 U.S.C. §§ 120 

Attachment(s) lnterview Summary (PTO-41 3) Paper No(s) 

1 ) □ Notice of References Cited (PTO-892) r-, Q{ |n{orma , Patenl Application (PTO-1 52) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948 UJ 

3) □ .nformation Disclosure Statement(s) (PTO-1449) Paper No(s) • 6) U Other, 
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DETAILED ACTION 



Response to Amendment 



Claims pending are 1, 4, 7, 9-23, 25, and 31-41. 

The applicants have not fully amended the claims to only the elected groups. 

The method claims have not been amended for allergies and respiratory diseases only. 

Applicants have also deleted claim 26 and now have a new claim 31 which is drawn to a 

general treatment of various diseases and not limited to the restricted group. 

Claim 25 has not been amended to Ji being a hetero cyclic ring only. ( R5 and R6 combining 

give a five membered ring.) 

The objection of claims 6-8 has been withdrawn since applicants have cancelled the claims. 
The rejection of claims 1,4, 7-28 under 35 USC 102 has been withdrawn since applicants ha 
now amended to the elected group which has W2 which is a 0 or a S(0)t group. 
Thus there is always an O or a S(0)t group linking it to the D(application) or Z group 
(reference). 

Applicants compounds are of the formula 



R? 




whereas the reference compounds have 




OR 
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C0( NR3) p ( CR?R?)nB2Rl R2( CR?R?) mA 
0< * 61RMR5R6 I 




0M9 



If applicants amend the claims including the method claims the claims may be allowable. 

New Grounds of Rejection 
Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 




Claims 31-40 are rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for anti-allergic and asthma , does not reasonably provide 
enablement for any and all kinds of bronchitis , stappylococcus or streptococcal bronchitis, . 
The specification does not enable any person skilled in the art to which it pertains, or with which 
it is most nearly connected, to use the invention commensurate in scope with these claims. 

In re Wands , 858 F. 2d 731,737,8 USPQ2d 1400, 1404 (Fed. Cir. 1988). Ex Parte 
Forman, 230 USPQ 546 (Bd of App. 1986). 

The state of the art is all bronchitis are not treated with the same medication. Some of 
them are treated by antibiotics rather than anti-allergents. 
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The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 25 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The claim has the numerous compound numbers which really is a reference to the 
specifications. 

This numbering makes the claim unclear and omnibus. 
Applicant is required to delete those terms. 

Conclusion 

Claim 25, and 31-40 are rejected and the other pending claims 1, 4, 7, 9-23 are objected to. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to RITA J. DESAI whose telephone number is 703-305-1868. The 
examiner can normally be reached on Monday - Friday,9:30 am to 6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alan Rotman can be reached on 703-308-4698. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-308-4556 for regular 
communications and 703-308-7922 for After Final communications. 
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Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-1235. 



R.D. 
June 2, 2003 




